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1. Real Party In Interest 



This application is assigned to Owens-Illinois Prescription Products Inc., who is the 
real party in interest in this appeal. Owens-Illinois Prescription Products Inc. is a subsidiary of OI 
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Plastic Products FTS Inc., which is a subsidiary of Owens-Illinois Group, Inc., which is a subsidiary 
of Owens-Illinois, Inc. 

2. Related Appeals and Interferences 

None. 

3. Status of Claims 

Claims 28-37 have been rejected and are the subject of this appeal. 
Claims 1-27 have been canceled. 
No claims have been allowed. 

4. Status of Amendments After Final Rejection 

No Amendments after Final Rejection have been filed. 

5. Summary of the Claimed Subject Matter 

Appealed claims 28-32 are directed to a child-resistant package that is convertible to 
non-child-resistant operation, and appealed claims 33-37 are directed to a method of converting a 
child-resistant package to a non-child-resistant mode of operation. By way of background, a child- 
resistant package is one that is constructed to make it difficult for a child to open. Packages of this 
type are familiar in drug, vitamin and prescription applications, for example. Where such a package 
is to be used in an environment in which child resistance is not desirable, such as by persons who 
do not have the manual dexterity needed to open a child-resistant package, it is desirable to have a 
means and method for converting the child-resistant package to non-child-resistant operation. 
Briefly stated, this is accomplished in accordance with the present application by permanently 
removing a portion of the closure skirt on which the closure child-resistance element is mounted. 
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Independent claim 28 recites a 



child-resistant package 1 0 that includes a closure 
26 applied to a container 1 2 (application page 3, 
line 14). The container neck finish 14 and the 
closure skirt 30 have respective first and second 

it 

engagement elements 22, 48 engageable with n ' 
each other in a child-resistant mode of operation 
(page 3, lines 15-23). The closure, including the 
portion 38 of the closure skirt 30 on which the 
second engagement element 48 is disposed, 46 
includes a shell of one-piece integrally molded 
plastic construction that is selectively removable 
from the container (page 3, line 6; page 4, lines 5- 




Fi gurel 



28 




Fi gure 2 



7). The portion 38 of the closure skirt 30 on which the second engagement element 48 is disposed 
is selectively permanently removable from the closure shell, with the closure removed from the 
container, to remove the second engagement element 48 from the closure and thereby permanently 
convert the closure for non-child-resistant mounting on the container (page 4, lines 12-15). 

Dependent claim 32 recites more specifically that the portion 38 of the closure skirt 
is "frangibly connected" to the remainder of the closure shell (page 3, lines 8-10). In the 
embodiment illustrated in the application drawings, this connection is by means of a circumferential 
array of frangible bridges 44 (page 3, line 10). As an alternative, the frangible connection can be by 
means of a frangible web (page 3, line 9). 



Independent claim 33 is directed to a method of converting a child-resistant package 
to a non-child-resistant mode of operation. The child-resistant package includes a container 12 
having a neck finish 16 with a first engagement element or lug 22 (page 2, lines 17-24). A closure 
26 is disposed on the neck finish and includes a shell of one-piece integrally molded plastic 
construction with a skirt 30 having a second engagement element 48 engageable with the first 
engagement element in a child-resistant mode of operation (page 3, lines 6-11). The closure is 
removed in its entirety from the container neck finish (page 4, lines 13-14). With the closure so 
removed, a portion 38 of the closure skirt on which the second engagement element 48 is disposed 
is permanently removed from the closure skirt, and the closure thereby is permanently converted for 
non-child-resistant mounting on the container (page 4, lines 12-14). Dependent claim 34 more 
specifically recites that the second portion 38 of the closure skirt is frangibly coupled to the first 
portion of the skirt such that the second skirt portion is permanently frangibly removable from the 
first skirt portion in the step of permanently converting the closure for non-child-resistant operation 
(page 3, lines 8-10; page 4, lines 12-15). 
6. Grounds of Rejection to be Reviewed on Appeal 

Claims 28-32 are rejected under 35 USC 102(b) as being anticipated by LaBarge 
3,857,508. Claims 33-37 are rejected under 35 USC 103(a) as being obvious over LaBarge. 

Independent claim 28 and dependent claim 32 will be separately argued, as will 
independent claim 33 and dependent claim 34. For purposes of this appeal only, dependent claims 
29-31 and 35-37 will be considered to stand or fall with their respective parent claims. 
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7. Argument 

Rejection of Claims 28-32 as Being Anticipated by LaBarge 

It is axiomatic that, in order to "anticipate" a claim, "all the elements in the claim (or 
possibly their equivalents...) must have been disclosed in a single prior art reference or device." 
. Radio Steel & Mfg. Co. v. MTD Products, Inc., 731 F.2d 840, 845, 221 U.S.P.Q. 657, 661 (Fed. Cir. 
1 984). Moreover, "it is incumbent upon the Examiner to identify wherein each and every facet of 
the claimed invention is disclosed in the applied reference." Ex parte Levy, 17 U.S.P.Q.2d 1461, 
1462 (BPAI 1990). If anticipation is based upon alleged inherency, such alleged inherency must 
be certain, and cannot be established by probabilities or speculation. Ex parte Cyba, 155 U.S.P.Q. 
756 (POBA 1967); Ex parte Keither, 154 U.S.P.Q. 320 (POBA 1967). "It is improper for an 
examiner to attempt to rebuild a reference . . ., in light of appellant's disclosure, in order for it to 
operate in a manner never intended or contemplated" by the reference in an effort to support a 
rejection based upon alleged anticipation. Ex parte Garrett, 132 U.S.P.Q. 514 (POBA 1961). 

The LaBarge reference discloses 
a "safety" package of a type typically now f/G. / 



referred to as a child-resistant package (column 
1, lines 9-10 and 17-18). The closure includes 
a cap or shell 10 with an integrally molded 
plastic ring 12 rigidly secured to the closure 
skirt 14 by means of diametrically opposed 




integral bridges 16 (column 2, lines 29-31 and FIG. 1 

50-55). The ring 12 has diametrically opposed 



series of teeth 22 that engage teeth 34 on the 



container shoulder 40 (column 3 5 lines 1-3). 



30 



engagement with the teeth 34 on the container 



The portions of the ring 12 between the bridges 



so that the closure can be unthreaded (column 3, 



lines 33-36). There is absolutely no disclosure 



16 are deflectable to move the teeth 22 out of 



3* 



32 




or suggestion in LaBarge that the ring 12 is 

"selectively permanently removable" from the closure shell 10, as expressly recited in independent 
claim 28. Indeed, LaBarge expressly requires that the bridges 1 6 "rigidly" secure the deflectable ring 
12 to the closure skirt 14 (column 2, line 30; see also column 5, line 6), which suggests that any 
attempt to remove the ring 12 would destroy the closure, which hardly would be an anticipation of 
claim 28. In summary, claim 28 clearly is not anticipated by the LaBarge reference. 



skirt "is frangibly connected to the remainder" of the closure shell. The word "frangible" is defined 
in Webster 's Ninth New Collegiate Dictionary, for example, as meaning "readily or easily broken - 
syn see fragile." There is no disclosure or suggestion whatsoever that the bridges 16 in LaBarge are 
or should be "readily or easily broken." Indeed, the expressed disclosure that the bridges "rigidly" 
secure the ring to the closure skirt teaches just the opposite. Thus, claim 32 clearly is not anticipated 
by the LaBarge reference. 



Dependent claim 32 more specifically recites that the removable portion of the closure 
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Rejection of Claims 33-37 as Obvious over LaBarge 



To support the rejection of claims 33-37, it is necessary that the LaBarge reference 

teach, suggest or provide incentive to modify the disclosure of that reference in such a way as to 

meet the limitations of the rejected claims. Uniroyal Inc. v. Rudkin-Wiley Corp., 837 F.2d 1044, 5 

USPQ 2d 1434 (Fed. Cir. 1988); In re Geiger, 815 F.2d 686 (Fed. Cir. 1987); Ex parte Clapp, 227 

USPQ 972 (POBA 1985). This is particularly true, of course, where the elements of the reference 

would be required to coact with each other in a manner different from the way they coact in the 

reference disclosure, or where the key or distinguishing element of the appealed claims is completely 

lacking in the reference. 

[I]n order to meet the terms of the claims on appeal, the elements of 
the [prior art] device would have to be arranged in a manner different 
from that disclosed by [the art]. The elements of the reference would 
also be required to coact differently from the way they coact in the 
arrangement disclosed by the reference. The mere fact that a worker 
in the art could rearrange the parts of the reference device to meet the 
terms of the claims on appeal is not by itself sufficient to support a 
finding of obviousness. The prior art must provide motivation or 
reason for the worker in the art, without the benefit if applicant's 
specification, to make the necessary changes in the reference device. 



Ex parte Chicago Rawhide Mfg Co, 223 USPQ 351, 353 (POBA 1984). See also Fromsom v. 
Advanced Offset Plate, Inc., 755 F.2d 1549, 225 USPQ 26 (CAFC 1985); In re Sernaker, 702 F.2d 
989, 217 USPQ 1 (CAFC 1983) and Ex parte Stauber, 208 USPQ 945, 946 (POBA 1980). 
Simply stated: 

It is wrong to use the [application] as a guide through the maze of 
prior art references, .... Monday morning quarterbacking is quite 
improper when resolving the question of non-obviousness in a court 
of law. 
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Orthopaedic Equipment Co., Inc. v. U.S., 702 F.2d 1005, 217 U.S.P.Q. 193, 199 (Fed. Cir. 1983). 
See also In re Fritch, 972 F.2d 1260 23 U.S.P.Q.2d 1780 (Fed. Cir. 1942) ("It is impermissible to 
use the claimed invention as an instruction manual or "template" to piece together the teachings of 
the prior art." 23 U.S.P.Q.2d at 1784); In re Pavlecka, 138 U.S.P.Q. 152 (CCPA 1953); Ex parte 
Garrett, supra . 

Independent claim 33 recites in step (c) permanently removing from the closure the 
portion of the skirt on which the child-resistant engagement element is mounted, with the closure 
removed from the container, and thereby permanently converting the closure for non-child-resistant 
mounting on the container. As noted above, the LaBarge reference contains absolutely no disclosure 
or suggestion whatsoever that the flexible ring 12 could or should be removed from the closure skirt 
14, permanently or otherwise. Furthermore, removal of the ring 12 from the closure skirt would 
defeat the stated objective of the LaBarge disclosure, which is to provide a safety container-closure 
assembly that has the integral resiliently deflectable band (column 1 , lines 56-62). It hardly would 
be "obvious" to modify the disclosure of this reference in such a way that the reference would no 
longer meet its stated objective, particularly in the absence of any secondary reference suggesting 
such a modification. Independent method claim 33 clearly would not have been obvious over the 
disclosure of the LaBarge reference. 

Dependent method claim 34 recites that the skirt portion on which the child-resistant 
element is mounted is "frangibly coupled" to the remainder of the skirt such that the second skirt 
portion is "permanently frangibly removable" from the first skirt portion in step (c) of parent claim 
33 of permanently converting the closure for non-child-resistant mounting on the container. Neither 
such frangible coupling nor permanent frangible removal of the flexible ring 12 in LaBarge is 
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disclosed or suggested in that reference, and indeed is directly contrary to the teachings of that 
reference that the flexible ring be "rigidly" secured to the closure skirt by means of the bridges 16. 
Thus, dependent method claim 34 clearly would not have been obvious in view of the LaBarge 
reference. 



It therefore is believed and respectfully submitted that the rejection of claims 28-37 
should be reversed, and that these claims should be allowed. 

Please charge any fees associated with this submission to Account No. 15-0875 
(Owens-Illinois). 

Respectfully submitted, 

REISING, ETHINGTON, BARNES, 




Telephone (248) 689-3500 
Facsimile (248) 689-4071 
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8. Appendix of Appealed Claims 

28. 

1 A child-resistant package that includes: 

2 a container having a finish with a first engagement element, and a closure on said 

3 finish having a skirt with a second engagement element engagable with said first engagement 

4 element in a child-resistant mode of operation, 

5 said closure, including a portion of said skirt on which said second engagement 

6 element is disposed, including a shell of one-piece integrally molded plastic construction that is 

7 selectively removable from said container, and 

8 wherein said portion of said skirt on which said second engagement element is 

9 disposed is selectively permanently removable from said closure shell, with said closure removed 

1 0 from said container, to remove said second engagement element from said closure and thereby 

1 1 permanently convert said closure for non-child-resistant mounting on said container. 

29. 

1 The package set forth in claim 28 wherein said closure shell has a base wall and said 

2 finish has an open end, 

3 wherein said first engagement element on said finish is spaced from said open end 

4 and said second engagement element on said closure skirt is spaced from said base wall, and 

5 wherein said finish includes a third engagement element between said first 

6 engagement element and said open end, and said closure includes a fourth engagement element 

7 between said second engagement element and said base wall for engaging said third engagement 
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8 element in said non-child-resistant mode of operation with said skirt portion removed from said 

9 closure shell. 

30. 

1 The package set forth in claim 29 wherein said first and second engagement elements 

2 comprise lugs on said finish and said closure skirt portion respectively. 

31. 

1 The package set forth in claim 3 0 wherein said third and fourth engagement elements 

2 comprise threads on said finish and said closure skirt respectively. 

32. 

1 The package set forth in claim 28 wherein said portion of said skirt is frangibly 

2 connected to the remainder of said closure shell. 

33. 

1 A method of converting a child-resistant package to a non-child-resistant mode of 

2 operation, which includes the steps of: 

3 (a) providing a child-resistant package that includes a container having a finish 

4 with a first engagement element, and a closure on said finish, said closure including a shell of one- 

5 piece integrally molded plastic construction having a skirt with a second engagement element 

6 engagable with said first engagement element in a child-resistant mode of operation, 
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7 (b) removing said closure in its entirety from said container finish, and 

8 (c) permanently removing from said closure a portion of said skirt on which said 

9 second engagement element is disposed, with said closure removed from said container, to remove 

1 0 said second engagement element from said closure and thereby permanently convert said closure for 

1 1 non-child-resistant mounting on said container. 

34. 

1 The method set forth in claim 33 wherein said step (a) is such that said closure shell 

2 has a base wall, a first skirt portion adj acent to said base wall and a second skirt portion remote from 

3 said base wall on which said second engagement element is disposed, said second skirt portion being 

4 frangibly coupled to said first skirt portion such that said second skirt portion is permanently 

5 frangibly removable from said first skirt portion in said step (c). 

35. 

1 The method set forth in claim 33 wherein said step (a) is such that said closure shell 

2 has a base wall and said finish has an open end, said first engagement element on said finish is 

3 spaced from said open end and said second engagement element on said closure skirt is spaced from 

4 said base wall, and said finish includes a third engagement element between said first engagement 

5 element and said open end, and said closure includes a fourth engagement element between said 

6 second engagement element and said base wall for engaging said third engagement element in said 

7 non-child-resistant mode of operation with said skirt portion removed from said closure shell. 
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36. 

The method set forth in claim 35 wherein said step (a) is such that said first and 
second engagement elements comprised lugs on said finish and said closure skirt portion 
respectively. 

37. 

The method set forth in claim 36 wherein said step (a) is such that said third and 
fourth engagement elements comprised threads on said finish and said closure skirt respectively. 
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